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Dear Sir: 

In the Office Action dated December 8, 2005, applicants are required to elect 
one of the following groups of claims: 

Group 1, claims 15-18, 23, drawn to glutathione derivatives, compositions of 
glutathione derivatives. 

Group 2, claims 19, 25, drawn to a method of treating a disease caused by a 
paramyxovirus. 

Group 3, claims 20, 26, drawn to a method of treating a disease caused by a 
orthomyxovirus. 

Group 4, claims 2 1 , 27, drawn to a method of treating a disease caused by 
Herpes Simplex- 1. 
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Group 5, claims 22, 28, drawn to a method of treating a disease caused by 

HIV. 

Applicants hereby elect the claims of examiner's Group I, namely, claims 15 
through 18, inclusive, and claim 23, with traverse, for examination on the merits at this time. 

Applicants wish to point out an inadvertent error in the structure of claim 15, 
and thereby clarify the intended structure. In particular, the structure of claim 1 5 properly 
should be the stmcture set forth in Figure 1, i.e.. 




This structure is supported by the structure of Figure 1 . Applicants apologize for this 
inadvertent error and will correct the specification and claims in a response to a first action on 
the merits. 

It is submitted that all claims 15 thi'ough 28 should be examined at this time. 
According to PCX Rule 13, claims of different categories with common special technical 
features do not lack unity. Also, see Example 1 in PCX Gazette, page 52, Part 2 1. (copy 
enclosed). 

In the present invention, the common special technical feature in all claims is 
the novel glutathione derivatives recited in claim 15, for example. Xhere may be a lack of 
unity only if this common technical featvire lacks novelty or is obvious. See PCX Gazette 
page 49, part 1(a), (copy enclosed). 
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The examiner relies upon Anderson et al. U.S. Patent No. 5,464,825 for 
disclosing glutathione derivatives wherein Rl can be propyl, which would result in an n- 
butanoyl group, thus contending that the technical features of the present claims do not 
provide a contribution over the prior art and lack unity. Applicants traverse this contention. 

In particular, U.S. Patent No. 5,464,825 discloses gluthatione derivatives at 
column 4, line 10. It is important to note that the reference is based on preparation and use of 
N-acyl glutathione monoalkyl esters (see. Abstract and column 3, line 65, for example). The 
difference between the presently claimed glutathione derivatives and those of the Anderson et 
al. reference is evident in the structure of column 4 and in the description of the patentees. 
Anderson et al. used derivatives "in which only the glycine carboxyl group is esterified" 
(column 4, lines 6-7), whereas according to the present claims, i.e., in the butanoyl ~GSH of 
claim 15, the glycine residue must have a free carboxyl group. In other terms, claim 15 is 
directed to acid derivatives wherein the Anderson et al. patent is directed to monoesters. 

Unity of invention in the present application is evidenced further by the 
International Search Report. In particular, all claims were searched. The standards regarding 
unity of invention that apply to the International Searching Authority also apply to the U.S. 
Patent Office with respect to this application. Therefore, the unity of invention requirement 
is fulfilled, and any reliance upon independence or distinctness of the invention is not 
relevant under the PCT. 

In addition, M.P.E.P. § 1893.03(d) provides that when making a lack of unity 
of invention requirement, the examiner must "explain why each group lacks unity with each 
other group (i.e., why there is no single general inventive concept) specifically describing the 
unique special technical feature in each group." A group of inventions is considered linked as 
to form a single general inventive concept when a technical relationship exists among the 
inventions that involves at least one common or corresponding special technical feature. That 
common special technical feature is present in all of claims 15-28. 

The examiner has not provided proper reasons why each group lacks unity 
with each other group specifically describing the unique special technical feature in each 
group as required in M.P.E.P. § 1893.03(d). The examiner has considered the type of claims, 
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e.g., compound, composition, and method of use, without considering the special technical 
features recited in, and common to, each claim, as set forth above. Furthermore, it must be 
noted that the claims of e jvaxTi 1 rxe r s Groups 2-5, i.e., claims 19-22 and 24-28, depend from 
claim 15, and therefore must share a common technical feature with the claims of examiner's 
Group I. 

The Office Action fails to indicate whether Groups 1 -5 are classified in 
different classes or subclasses, but, even if differently classified, the inventions are not 
independent for the reasons set forth above and because the methods set forth in claims 1 9-22 
and 24-28, and the compounds and compositions set forth in claims 15-18 and 23, are so 
closely related that a search for applicants* compotmd claims would necessarily encompass a 
search for applicants* method claims, and vice versa. 

Therefore, even if unity of invention arguably is lacking, no evidence exists 
that a search and examination directed to all claims would be a serious burden on the 
examiner, as is required by M.P.E.P. §803. ("If the search and examination of an entire 
application can be made without serious burden, the examiner must examine it on the merits, 
even though it includes claims to independent or distinct inventions." and "There must be a 
serious burden on the examiner if restriction is not required.") 

Because search and examination of the entire application can be made without 
serious burden on the examiner, it would be wasteful of the time, effort, and resources of both 
the applicants and the Patent Office to prosecute the compound and method claims in 
separate applications. Search and examination of all groups of claims in a single application 
would be much more efficient than requiring the Patent Office to prosecute the compound 
and method claims in separate applications. Search and examination of all groups of claims 
in a single application would be much more efficient than requiring the Patent Office and 
applicants to do so in separate applications. Accordingly, it is submitted that all claims 
should be examined at this time. 

The examiner also has issued an election of species requirement. In response 
applicants elect, with traverse, the glutathione derivatives wherein the thiol protection group 
R is H (see claim 16). It is submitted, however, that the examiner should expand the election 
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to include at least acetyl in addition to H. Applicants traverse the election requirement for the 
same reasons set forth above with respect to the traversal of the restriction requirement, and 
particularly, there is no undue burden on the examiner to search for the elected compound, 
i.e., R=H, and expand the search to other thio protecting R groups, e.g., acetyl. It is 
submitted that in searching for a compound when R=H, compounds wherein R is acetyl 
would necessarily be included in the search, and vice versa. 



respectfully requested. An early action of the merits on all claims and species is solicited. 



Claims readable on the elected species are elected claims 15-18 and 23, and 



non-elected claims 19-22 and 24-26. 



Reconsideration and withdrawal of the restriction and election requirement are 



Dated: March 12, 2008 



Respectfully submitted. 




Registration No.: 32,361 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 
Attomey for Applicant 
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ANNEXB 
UNTTY OF INVENnC»l 

Pftrtl 

laflmctkuift CoiiGcnitaig Iteliy oilmvmtkm 

(a) Unity of Is vestion. Rate 13.! deals wfth tiie rtquiren^ of mdty of invention and ^mm tbe 
principle that an Intem^mal iq^pUa^on shoiikl relate to tmfy one hrmttioii or» if itere b more Umi 
one invemiom that flie laclusicm of thoee inventkms in one intimttlofial applkatioo is only pe nai lft Kt 
if all inventiott axe fo linked as to feiia a Sii^e ^sncrai i^^ 



(b> Teehniisal Reiatioasiiiiiu Rule 13.2 defines tbe meOwd San determining vAmOm the 
requJiemeiit of unity of hiventioo is sittbfied in respect a£ a grot^ of biventioas claiiQed in an 
intem^icmal appiicatioit IMty of Invoition exi^ only i^n Oiere b a technical reliOiomi^p amMg 
tbe clmmod inventicm Involving cm mom of the same or corresponding **spedai technical 
feanires." The ex}mdm '^peciiU technical features** is defined in Rula IJJI m meansiig those 
technkal features deHne a cx^ntnbiiticii which eadi of Uie Invei^kDS, cmskteed as a %vho^ 
makes over the prior ait. Hie detenmnation is mule da- tbe ccattanti of tbe daima as inlerpittiad la- 

oittm desetiplion and drawings GfmsyX 



(c) Independeat and £>epend«it ilktimM. IMiy of im^sntim has to be eo 
ce only in relatloA to tbe Imkpendent claims in an inteniational appUtmlkm and the dependent 
ims. By **depenctem^ claim Is nMastt acUum which contabis all the features another claim and is 

SBMHS categcs^ of claim as that other claim (tbe expression '^cmcgory of claim" refos^ to the 
isiflcadcin of cUms iM^^ntilng to the mibjeet matter the mveitfkm claimed—ibr axanqpde, 
duct* process, apparttmi or meana^ eto.>. 

(9 If the bKfependeitf dabns avoid the prior ait and satis^ the reqniraineaS itf wainy of 
inventkm, zk> {atrt^lm of laakof imiQr ar»8 bx raspem of an^ clabmi ^ depend oii indqmident 
claims. In particular, it does not nMm if a d^ndent claim Itsdf contains a fmtiier mvei^on. 
EquaHb^t no fnroblmn arises in tte c^ of a gmm/sp^lcB sitnaticm where tiie gemia clum avoids the 
priO€ BTt K^toreover, no poMm arises in tbe casm a combioatfon/sabcoml^Qriaton situatioo wime 
the subcombina^cm claim avoids the prior art and the combfaiation claim mcludes all the featores 
^le subcombinatioa. 

(ii) IC however, en Imlc^jented clami <k>es not avmd i^lor art. thra the que^km 
whetto- there Is still an Invet^li^ link betwe^ all cl^ms dep«idem on tfiat claim ne^ to be 
carefully considered. If nmm Is no link rraoainuig, an objectioti of lack afaidMy €ipoi«o^orf (ttm i«» 
arising only after a ss e s ment of tbe prior art) may be raised. Simihr consl deratiu n a appty in tbe case 

of a genus^ipecfes or comlrfnalton^^tcombbMBion stewakw. 

« 

0S) This method fin* d^ermining wi^dimr unl^ of invention exists IS in^ 
ev^ befcHe tiie conmiencan^ii of the international searcfi. Where a s^rc^ of the prior art is mmim, an 
inithadetennsnationofunltyoflnvendoo» based on the assim^ition ti^ the ctamnsavc^llm prior mt^ 
may be reconsidered cm the basis of the results of the search of the prior art 

(d) XHttstratikms of Farticniar SItaatiiMaa. There are three particular sitnattcms fof viM^ the 
method fa dc^smlnioguni^yirfinventkmccmtaioed in Rjiia 

0 eorobbiationscifi&fXimntein^arles of chums; 

(10 so-ealted ^l^faiknsb practk^**; an^ 

(iii) intmnedsate and fiiml prodocts. 

Principles fiir the interpretatfon of tiMS method contained in Rule 13.2, in the ccmtaxt of each of 
those situations are set out bekiw. It is understood lim the prindples sec out betow in all 
histances» lntm|mtations crf^and not exceptions to tfie requirements of Rule 13.2. 

Examples to assist ha umterstamftig tte Intopretaticm on the three areas of special 
nsfaied to in Ae ineceding piut^raph are set oiii betow. 
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PCT Gazette ScctiOT IV 



8-03/2001 (E) 
30 AiMtu^ 



0) ^ ^ liitemkd lo constitiitB «n encour^mieot to tlu» i»c of alMiuttives wiMfi a 

single ciabn, but is intended to clarify tiaH the criterioii fas ttie detennintttkm of mSsy of invn^Mi 
(naimty, the method contained In Rule 13^) remains ^ same reg^less of ti» fbmi of claim used* 



(k) Ride t33 does not prevent m Inteniatlonal Search^ 
an bom objectify to altemad^ being conlaii^ wftiiln a $i^e claim on the te^ of 

consideiatkm such as dari^y the concisen^ of claims or tte claintt fee syston appUcabie is tte 
Aiith<»1^ OfSoe* 

F»it2 

£xaini|^ ConceralDg Unity of InvaittlOQ 

Hie an^Ueation of the prim:iples of uni^ of inventton is iQustrated by the followii« examplaa for 
gitidanee faipaftioular cases. 

♦ 

L ClalBis in OiHerait Categories 



daitpl: A method of mantt&ctufing chmfeal sid)stamx» X. 
Caaiiii2: SubataaceX. 

CIam3: The use of snbstanee X as an inseoti ei de , 

IMiy exists between claims 2. 2 and 3. The special technical fisaUm commoa to all tfae daiiw is 
substanoeX. 

Cbdml: ApiQoc^ofmamifactiTOcomfaialrigstqpsAaiidB, . 

Clalm2: Apparimisspeci^saily cksignedisrcnyingoylstep A. 

Oaiia3: Appmtm^>ecificai|yde^piedfi)rcanyfi^oiit^ 

Unif^y exists between claims I and 2 or betwera claims I and 3. There Is no unity betwean claims 2 
and 3 since there exists no common special technical feature between thm two ckdma. 



Claim I: 



A process fat painting an article in vMch ti^ t^iint ccmtains a fiew niit InhlNtk^ 
aubatance X Inchiding the stepa of atomiziiig tfae imiitt tsiiQg coaspfessad ak; 
electrosuttically chafglag the atoodzed paint nsteg a novel electrode mnrai^iement A 
and directing the paint to die aiticle. 



Claim 2: 
Clahn3: 



A paint containing aabstiaBca X. 

An apparatus including electrode anangi 

Unity exists between claims 1 and 2 where the common spedal technical SMwt is the paint 
containing sutmtanoe X or betwcoi claims 1 and 3 whore tbR ccmimon j^iecial tedm^ fcmat is the 
electrode anrangnsinent A* 

However* unity is lacking between claims 2 and 3 since there exists no commoi 
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